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DETAILED ACTION 

1 . Claims 1 -28 have been examined. 

Response to Amendment 

2. The Amendment filed on 10/4/2006 is insufficient to overcome the prior rejection. 

Claim Rejections - 35 USC § 112 
The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

Claims 1-7 are indefinite. Claim 1 states "using common categorizing techniques 
adopted by various Internet search engines". This phrase is indefinite and needs correction. 

Note that the claim amendment dated 10/4/06 only corrected some of these statements 
from the claim 1 . That is, step e) of claim 1 still has the questionable feature. Also, step e) also 
now lacks antecedent basis for stating "said. . ." where there is no antecedent. 

Claim Rejections - 35 USC § 103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

3. Claims 1-28 are rejected under 35 U.S.C. 103(a) as being unpatentable over Ishida 
(20010032258). 
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Claims 1, 8, 15, 18, 23, 28: A method for effectively reaching a target audience and 
significantly increasing the efficiency of Internet banner advertisement, said method 
comprising: 

(a) defining various Internet page categories using common 
categorizing techniques adopted by various Internet search engines (Fig. 7; Fig. 18); 

(b) categorizing all available Internet banner advertisements into said various 
Internet page categories (Fig. 9; Fig. 7; Fig. 18; [137 ; 154]); 

(c) sampling a plurality of consecutive Internet pages a target audience having just surfed 
(Figures 3a, 3b, 4,5,7, 18); 

(d) sampling a plurality of length of time said target audience having spent on each of 
said plurality of consecutive Internet pages said target audience having just surfed (Figures 3a, 
3b, 4, 5); 

(e) categorizing said plurality of consecutive Internet pages into a plurality of 
Internet page categories using said common categorizing techniques adopted by 
various Internet search engines (Fig. 7; Fig. 18); 

(f) counting number of said plurality of consecutive Internet pages in each of said 
plurality of Internet page categories (Fig. 1, 4; Fig. 5, 13; Paragraphs [86, 87]); 

(g) ranking said plurality of Internet page categories from a highest interest Internet page 
category to a lowest interest Internet page categories based on a pre-defined formula, said 
plurality of visits said target audience having spent on each of said plurality of consecutive 
Internet pages and said number of said plurality of consecutive Internet pages 

in each of said plurality of Internet page categories being two variables of 
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said pre-defined formula ([86, 87]); 

(h) picking a plurality of Internet banner advertisements in said highest interest Internet 
page category, said highest interest Internet page category being one of said various Internet 
page categories; and 

(i) presenting said plurality of Internet banner advertisements to said target audience ([5, 
18,35,41, 137, 154, 86-94]). 

Also, note that Ishida disclose that the content can be advertising ([137, 154]). Also, 
Ishida discloses that advertising that matches the user preferences/interest/etc can be sent 
([5,18,35, 41]) and that the different content (which can also be advertising) can be categorized 
([88]) and that content can be sent based on categories ([86-94]). Hence, the features of Ishida 
that apply to content can also apply to advertising. And, Ishida sends advertisements to users 
based on the highest interest categories. 

Ishida does not explicitly disclose that length of time can be utilized to determine the 
highest interest categories. However, Ishida discloses that user access information can be 
recorded (Fig. 1) and that access information of a user(s) accessing content/webpages/URL can 
be utilized to determine interest in a category ([86]). Ishida further discloses that access 
information can include that the user accessed a webpage and also the length of time that the 
user was on a webpage (Paragraph [78, 79]; Figures 4, 3a, 3b) and that access information can 
be used to determined user interests ([78-81]). 

Therefore, it would have been obvious to one having ordinary skill in the art at the time 
the invention was made that Ishida can use all of the available access information to determine 



Application/Control Number: 09/882,77 1 Page 5 

Art Unit: 3622 

the user interest in a category. One would have been motivated to do this in order to better 
determine user interest in a category. 

In regards to claim 28 5 predefine interest level, ads over predefined interest level ([87-94, 

41]) 

Claims 3, 10, 11, 12, 13, 19, 24, 25, 26, 27: In regards to claims 3, 10, 11, 12, 13, 19, 24, 
25, 26, 27, Ishida discloses that said plurality of consecutive Internet pages can be either a 
single Internet page or a pre-defined number of Internet pages (Figures 3a, 4, 5, 7, 8, 9). Also, 
Ishida discloses that the content can be advertisements as stated above. Also, it would be 
obvious to one skilled in the art that advertisements presented on a webpage can be banner 
advertisements. One would be motivated to do this in order to present a popular and common 
form of advertising. 

Claims 2, 7, 9, 14, 16, 17: In regards to claims 2, 7, 9, 14, 16, 17, it would be obvious to 
one skilled in the art that the steps of Ishida can be repeated (Figures 1, 3a, 3b, 6). One would 
be motivated to do this in order to allow the system to be utilized numerous times and to reach 
more users. 

Claims 4, 20: In regards to 4, 20, please see the rejection above concerning the use of all 
available access log information. 

Claims 5, 21 : In regards to claims 5, 21, Ishida discloses that a single or numerous pieces 
of content can be in a given category (Fig. 18, Fig. 9). 

Claims 6, 22: In regards to claims 6, 22, since Ishida can count points to determined a 
category ranking ([86]), it would be obvious that there can be a tie for a high category ranking. 
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Response to Arguments 

4. Applicant's arguments with respect to the claims have been considered but are not found 
persuasive. 

Examiner notes the continue 35 USC 1 12 rejection above because all claim writing errors 
were not corrected. 

Beginning on page 14 of the Applicant's Remarks dated 10/4/2006, Applicant states 
comments regarding features such as IP address, long term storage process, protecting user 
privacy, permanent storage, past Internet data surfing saving, privacy protection, identification of 
geographic region, current preferences, historical preferences, etc. 

However, Examiner notes that these features are not in the Applicant's claims dated 
10/4/2006. 

Examiner further notes that it is the Applicant's claims as stated in the Applicant's claims 
that are being rejected with the prior art. Also, although the claims are interpreted in light of the 
specification, limitations from the specification are not read into the claims. See In re Van 
Geuns, 988 F.2d 1 181, 26 USPQ2d 1057 (Fed. Cir. 1993). And, Examiner notes that claims are 
given their broadest reasonable construction. See In re Hyatt, 211 F.3d 1367, 54 USPQ2d 1664 
(Fed. Cir. 2000). 

Examiner notes that it is the Applicant's claims as stated in the Applicant's claims that 
are rejected with the prior art. And, if Ishida states more features than are present than in the 
Applicant's claims that does not render the Applicant's claims patentable over Ishida. On the 
contrary, Ishida is a more developed disclosure than the Applicant's claims because it states 
more than the Applicant's claims. And, a narrower or more specific disclosure can be utilized to 
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reject a broader set of claims. That is, the more specific disclosure of Ishida discloses also what 
is broader or less specific than Ishida. 

On page 14 the Applicant states, "The current invention focuses on the category of the 
webpage the users have surfed to come up with the user preference, rather than the IP address". 

However, Ishida discloses focusing on the category of the webpage the users have surfed 
to come up with the user preference (Paragraphs [86, 86, 88, 89]; Fig. 1, item 11, item 17; Fig. 6; 
Fig. 7; Fig. 8). 

Examiner again notes that Ishida can disclose more than the Applicant's claims. That is, 
Ishida can disclose focusing on the category of the webpage the users have surfed to come up 
with the user preference, and/or also correlating with URL, and/or also correlating with IP 
addresses. As long as Ishida discloses the features of the Applicant's claims, Ishida renders 
obvious the Applicant's claims. 

Hence, a 35 USC 103 rejection was made utilizing Ishida and Ishida renders obvious the 
features of the Applicant's claims. 

Examiner also notes that while specific references were made to the prior art, it is 
actually also the prior art in its entirety and the combination of the prior art in its entirety that is 
being referred to. Also, one cannot show nonobviousness by attacking references individually 
where the rejections are based on combinations of references. See In re Keller, 642 F.2d 413, 
208 USPQ 871 (CCPA 1981); In re Merck & Co., 800 F.2d 1091, 231 USPQ 375 (Fed. Cir. 
1986). 

And, Examiner notes that it must be presumed that the artisan knows something about the 
art apart from what the references disclose. In re Jacobv, 309 F.2d 513, 135 USPQ 317 (CCPA 
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1962). The problem cannot be approached on the basis that artisans would only know what they 
read in references; such artisans must be presumed to know something about the art apart from 
what the references disclose. In re Jacoby. Also, the conclusion of obviousness may be made 
from common knowledge and common sense of a person of ordinary skill in the art without any 
specific hint of suggestion a particular reference. In re Bozek, 416 F.2d 1385, USPQ 545 (CCPA 
1969). And, every reference relies to some extent on knowledge or persons skilled in the art to 
complement that which is disclosed therein. In re Bode, 550 F.2d 656, USPQ 12 (CCPA 1977). 



Conclusion 

The following prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure: 

a) Dedrick (5,724,521): 

"(33) In one embodiment of the present invention, statistic compilation 
process 26 compiles electronic content-specific information for return to the 
metering server 14. This information includes, for example, how much time the 
end user spent consuming the electronic content, and how much of the content 
was consumed. For example, a particular advertisement may include ten 
different screens which are displayed to the end user. If the end user spends 
15 seconds viewing the first screen and 15 seconds viewing the second screen 
and then terminates the advertisement, the statistic compilation process 26 
transfers information to the metering server 14 indicating that an individual 
with this end user's user profile data spent 30 seconds viewing the electronic 
information and that the content was 20 percent consumed (that is, two screens 
out of ten were consumed). Additionally, information indicating the specific 
elements of the advertisement that were consumed (that is, the first two 
screens in this example) is also transferred to the advertiser. Note that, as 
discussed above, this aggregate information does not reveal the identity of the 
end user who consumed the advertisement. 

(77) The metering server 14 in conjunction with the client activity monitor 
24 of the client system may monitor the end user's consumption of electronic 
advertising information and provide user profile data to the metering server 14 
relating to the end user. For example, the metering process 36 may monitor the 
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amount of time an end user spends viewing an electronic advertisement, or which 
particular advertisement or page of the advertisement was of interest to the 
end user. The metering process 36 may further monitor what answers were 
provided by the user, or paths taken by the user in an interactive model, along 
with follow-up requests initiated by the end user in an interactive model. 
This information is then forwarded to the clearinghouse server 20 for 
Compilation"; 

b) Epstein (20020049738): 

"[62]. . .or deleting information, comments relating to the usefulness or reliability of the 
information, annotations to the information, links to 

related information in the metabase, links to supplementary information outside 
of the metabase, votes or opinions as to the reliability of information, 
cross-references to duplicate information); implicit metadata (e.g., the 
information accessed by a user, the order in which a user accesses the 
information, the time spent by a user on a particular datum); and historical 
metadata (e.g., revision history and the number of accesses to a particular 
datum)."; 

c) Gerace (5,848,396): 

"Content of categories of interest and display format 
in each category are revealed by the psychographic profile, based on user 
viewing of agate information. Using the profile (with or without additional 
user demographics), advertisements are displayed to appropriately selected 
users. (Abstract) 

(19) The Sponsor Object categorizes advertisement or other sponsor provided 
information according to content and presentation, including colors used, size, 
shape, and whether audio and/or video components are involved. An advertiser 
profile building routine automates the process of identifying colors, size, 
shape, and whether video and/or audio are involved. 

(7) Accordingly, program 3 1 in its most general form has an agate data 
assembly 71, a user profiling member 73, an advertisement module 75 and a 
program controller 79 as illustrated in FIG. 2. The agate data assembly 71 
stores the various agate information for user viewing. The user profiling 
member 73 records information regarding each user, including a user's 
identification, categories of interest and the user's display preferences of 
each category . Advertisement module 75 holds sponsor information and their 
advertisements, with a target audience profile indicated for each 
advertisement." 
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THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1.136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the mailing 
date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Arthur Duran whose telephone number is (571) 272-6718. The 
examiner can normally be reached on Mon- Fri, 8:00-4:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Eric Stamber can be reached on (571) 272-6724. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 




Arthur Duran 
Primary Examiner 
10/26/2006 



